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Bef ore Qui nn, Hohein and Zervas, Adm nistrative Trademark Judges.

Opi ni on by Hohein, Admnistrative Trademark Judge:

The Group Design, Inc. has filed applications to
register in standard character formon the Principal Register the

marks "MERLIN I,"" "MERLIN SPORT & WORK,"? "MERLIN I'1"* and

' Ser. No. 76586402, filed on March 24, 2004, which is based on an
all egation of a bona fide intention to use the mark in conmmrerce.

> Ser. No. 76586403, filed on March 24, 2004, which is based on an
all egation of a bona fide intention to use the mark in conmerce. The
phrase "SPORT & WORK" is discl ai ned.

° Ser. No. 76586404, filed on March 24, 2004, which is based on a
all egation of a bona fide intention to use the mark in conmmrerce.



Ser. Nos. 76586402, 76586403, 76586404 and 76586405

"MERLI N PROFESSI ONAL"* for, in each instance, "knife sheaths" in
I nternational C ass 8.

Regi stration has been finally refused in each case
under Section 2(d) of the Trademark Act, 15 U.S.C. 81052(d), on
t he ground that applicant's nmarks, when applied to its goods, so
resenble the mark "MERLIN TOOL," which is registered in standard
character formon the Principal Register for "hand tools, nanely
screwdrivers, spanners, pliers, and hammers” in Internationa
Class 8,° as to be likely to cause confusion, mstake or
decepti on.

Applicant, in each case, has appeal ed. Briefs have
been filed, but an oral hearing was not requested. Because the
i ssue of |ikelihood of confusion is substantially the sane in
each instance, the appeals are being treated in a single opinion.
W affirmthe refusal to register in each case.

Qur determ nation under Section 2(d) is based on an
anal ysis of all of the facts in evidence which are relevant to
the factors bearing on the issue of whether there is a |ikelihood
of confusion. Inre E. |I. du Pont de Nenmours & Co., 476 F.2d
1357, 177 USPQ 563, 568 (CCPA 1973). However, as indicated in
Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098,
192 USPQ 24, 29 (CCPA 1976), in any likelihood of confusion

* Ser. No. 76585405, filed on March 24, 2004, which is based on an
all egation of a bona fide intention to use the mark in conmerce. The
word " PROFESSI ONAL" i s disclai ned.

® Reg. No. 1,929,250, issued on Cctober 24, 1995, which sets forth a
date of first use anywhere of July 26, 1993 and a date of first use in
commer ce of Decenber 16, 1993; renewed. The word "TOOL" is

di scl ai ned.
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anal ysi s,

76586402, 76586403, 76586404 and 76586405

two key considerations are the simlarity of the goods

and the sinmilarity of the marks.°®

Turning first to consideration of the respective goods,

applicant argues in each of its initial briefs that (underlining

in original):

The goods are wholly unrelated. The
goods are not related or marketed in a way
that the respective goods woul d be
encountered by the sane persons in situations
that woul d create the incorrect assunption
that they originate fromthe sane source, so
even if the marks were identical, confusion
is not |ikely.

Kni fe sheaths are not even "tools."
They are, at best, holders for tools.

The knife sheaths of Applicant are
arbitrarily associated with "hand tools" only
to accommopdate an inordinately broad category
of goods included wthin International C ass
008 ("Hand Tool s"), probably having an
hi storical antecedent in the absence of any
other readily apparent alternative
cl assification under which to include an item
such as a knife sheath

Kni fe sheaths are no nore "hand tool s"
than sone other itens capriciously, if not
whi nsically[,] forced into Classification
008, including, for exanple, aprons, belts,
el ectrol ysis apparatus, forks, |eather
strops, and simlar goods arbitrarily
aggregat ed under C assification 008.

The use of Classification 008 is nerely
for the conveni ence of placing the knife
sheat h sonmewhere; but the evident
inflexibility of the International
Cl assification system for goods ought not to
be the basis for rejecting the instant
Appl i cati on.

® The court, in particular, pointed out that: "The fundanenta

i nquiry

mandat ed by 82(d) goes to the cumul ative effect of differences in the
characteristics of the goods and differences in the marks."

essenti al
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Thus, Applicant submts that the goods

associated with the Registered Mark, and the

goods of the Applicant, are unrel ated.

We agree with the Exam ning Attorney, however, that the
goods at issue are related to the extent that, if marketed under
the sane or simlar marks, confusion would be likely to occur as
to their source or sponsorship. As the Exam ning Attorney
correctly points out in each of his briefs, it is well settled
t hat goods need not be identical or even conpetitive in nature in
order to support a finding of Iikelihood of confusion. |nstead,
it is sufficient that the goods are related in sone manner and/ or
that the circunstances surrounding their marketing are such that
they would be likely to be encountered by the sanme persons under
situations that would give rise, because of the marks enployed in
connection therewith, to the m staken belief that they originate
fromor are in sone way associated with the sanme entity or
provider. See, e.qg., Mnsanto Co. v. Enviro-Chem Corp., 199 USPQ
590, 595-96 (TTAB 1978); and In re International Tel ephone &

Tel egraph Corp., 197 USPQ 910, 911 (TTAB 1978). Thus, as the
Exam ning Attorney al so properly notes:
The fact that the goods of the parties

differ is not controlling in determ ning

i kel i hood of confusion. The issue is not

I'i kel i hood of confusion between particul ar

goods, but Ilikelihood of confusion as to the

source of those goods. In re Shell Gl Co.,

992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690

(Fed. Cir. 1993), and cases cited therein.

Here, the Exam ning Attorney asserts that "the evidence

submtted with the final refusal shows that both the goods of the

applicant and the goods of the registrant ... are often nade by
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n’7

t he sane manufacturers and sol d under the same mark
Specifically, the Exam ning Attorney refers to "copies of
printouts fromthe USPTO X- Search dat abase, which show third-
party registrations of marks used in connection with the sanme or
simlar goods ... as those of applicant and registrant ...."
According to the Exam ning Attorney, "[t]hese printouts have
probative value to the extent that they serve to suggest that the
goods ... listed therein, nanely knife sheaths and hand tool s,
are of a kind that may emanate froma single source.” The
Exam ni ng Attorney contends, furthernore, that such "evidence

shows [that] manufacturers often make knifes, knife sheaths,

" Applicant, inits reply brief, characterizes the Examining Attorney's
evidentiary submi ssion as a showi ng which "seeks to expand his

argunment that the goods are 'related" by reference to a | arge nunber

of indiscrimnately assenbled conputer printouts froma data base
search (collectively, '"Printouts')." In particular, applicant states
that it "rejects the inplication either that any inductive |eap
germane to the issues before the Board may be presuned fromthe
Printouts, or that the Printouts either individually or collectively
may be considered as evidence in this proceeding" for the reasons,

anong other things, that "[t]he Printouts ... do not conply with the
Tradenmar k Manual of Exami ning Procedure (' TMEP'), 8710.01 et seq.," in
that they "do not indicate the specific search conducted; do not
indicate all libraries or files searched; do not indicate in narrative

formthe results of the search; do not indicate if the Exam ning
Attorney reviewed all search results; and give no indication if al
results of the search are included for the Board' s review "
Applicant's criticisnms, however, which are obviously taken fromthe
requirements for presenting "Evidence From Research Dat abase[s]" as
set forth in TMEP §710.01(a), are without nerit inasnmuch as the
Examining Attorney, with the exception of copies of definitions of
"sheath" fromtwo electronic dictionaries, has not otherwi se relied
upon evidence froma research database and the information nade of
record fromthe two dictionary sources sufficiently conplies with the
provi sions of TMEP §710.01(a). The Exami ning Attorney, instead,
primarily relies upon copies of third-party registrations, taken from
O fice records, and various Internet excerpts, all of which
respectively conmply with the guidelines set forth in TMEP 8§710. 01(b)
("Internet Evidence") and TMEP 8§710. 03 ("Evidence of Third-Party

Regi strations"). |In addition, it should be noted that it is sinply
not the case that the Exanining Attorney has burdened the record with
"an undi fferentiated mass of accunulated Printouts," as charged by
applicant in its reply brief.
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sheaths for tools and hand tools such as pliers, screwdrivers and
hammers and market them using the sane trademark.” In view
t hereof, the Exam ning Attorney maintains that "a consunmer buying
a knife and/or a knife sheath ... could reasonably presune [that]
t he sane manufacturer also made screwdrivers, pliers and sheaths
for said products.”

Mor eover, the Exam ning Attorney observes that "the MSN
Encarta dictionary definition of sheath, attached to the final
refusal, defines the termas a 'close fitting covering; a
covering or case that fits closely around sonething in the way
that a sheath covers a blade'.” Simlarly, we note, that while
not mentioned by the Exam ning Attorney, the record al so contains
a definition fromthe Wrdsnyth dictionary which lists such term
in relevant part as neaning "1. a tight[-]fitting case for the
bl ade of a sword, knife or the like" and "2. any of various
simlar coverings.” In consequence thereof, the Exam ning
Attorney argues that "sheaths are not nerely made for knives,
[but that] they are al so made for other goods such as hand tool s,
[l1ke] the registrant's goods.” Additionally, with respect to
"the Internet evidence included in the ... final refusal,"” the
Exam ning Attorney urges that such evidence "clearly shows that

knife sheaths are often sold for and in conbination with the

registrant's goods."” In particular, the Exam ning Attorney
points to an "advertisenent from' The Tool Peddler'" in arguing
t hat :

[Tl his piece of evidence, as well as the
rel ated evidence [noted below], is inportant
to show that the applicant's goods, "knife
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sheaths,” are often sold in conbination with
and nmade for the registrant['s] goods. For
exanpl e, the conbination "TOOL/ UTILITY KN FE
SHEATH #449" is specifically made for knives
and pliers, [the latter being] one of the
registrant's goods. .... Further evidence
such as the search of "THE OLD HOUSE WEB" and
"SEARS" websites showfs] that sheaths are not
only made for knives, they are al so made for
and sold in conbination wth hand tools, such
as screwdrivers, spanners and pliers. ...
The evidence taken as a whol e clearly shows
sheat hs, both knife sheaths and tool sheaths,
are closely related to the registrant's hand
t ool s.

Al t hough applicant, in reply, insists that "the
Exam ning Attorney directs our attention to not a single exanple
anong the volum nous Printouts in which a manufacturer who makes

knives also uses the sane trademark for sheaths--nore than likely

because the world at |arge woul d consi der sheaths not to be
"tool s’ under International classification 008" (underlining in
original), the evidence submtted by the Exam ning Attorney is
sufficient to denonstrate that applicant's knife sheaths are
indeed closely related to registrant's screwdrivers, spanners,
pliers and hammers. Specifically, it is settled that while use-
based third-party registrations are not proof that the different
mar ks shown therein are in use or that the public is famliar
with them it nevertheless is the case that such registrations
have sone probative value to the extent that they serve to
suggest that the various goods listed therein are of the kinds
whi ch may emanate froma single source. See, e.g., In re Al bert
Trostel & Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB 1993); and In
re Mucky Duck Mustard Co. Inc., 6 USPQRd 1467, 1470 at n.6 (TTAB
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1988), aff’'d as not citable precedent, No. 88-1444 (Fed. Cr
Nov. 14, 1988).

In this regard, the Exam ning Attorney has nade of
record copies of at |east eight use-based third-party
registrations in which, in each instance, a mark is registered in
International Cass 8 for products which include, |ike
applicant's goods on the one hand and registrant's goods on the

other, such pairs of itens as: (i) "knives and sheaths" and

"screwdrivers, ... wenches, ... pliers, ... [and] hammers";®
(iit) "knife sheaths"” and "hamers, ... pliers ..., ratchet

w enches ..., [and] screwdrivers”; (iii) "knife sheaths" and
"screwdriver[s]"; (iv) "knife sheaths" and "hamers ... [and]
screwdrivers”; (v) "knife sheaths” and "screwdrivers” ... [and]
pliers"; (vi) "sheaths for knives" and "pliers ... [and]

screwdrivers"; (vii) "rigging knife and | eather sheath[s]" and
"wenches, ... pliers, ... [and] hamrer[s]"; and (viii) "[knife]
sheat hs" and "pliers.” Here, the registrations introduced by the
Exam ning Attorney serve to confirmthe obvious, nanely, that

kni ves and accessories therefor, including utility knives and

their sheaths for use in construction, renodeling and/ or hobbyi st

®W judicially notice, in this regard, that a "wench" is also known
as a "spanner." See, e.q., The Anerican Heritage Dictionary of the
Engli sh Language (4th ed. 2000), which at 1666 defines "spanner" in
rel evant part as a noun neaning "1. A wrench having a hook, hole, or
pin at the end for neshing with a related device or anot her object.
2. Chiefly British Awench." It is settled that the Board may
properly take judicial notice of dictionary definitions. See, e.q.,
Hancock v. American Steel & Wre Co. of New Jersey, 203 F.2d 737, 97
USPQ 330, 332 (CCPA 1953); University of Notre Dane du Lac v. J. C
Gourmet Food Inports Co., Inc., 213 USPQ 594, 596 (TTAB 1982), aff’d,
703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983); and Marcal Paper MIIs,
Inc. v. Anerican Can Co., 212 USPQ 852, 860 n. 7 (TTAB 1981).
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activities, are often available fromthe sanme source that nakes
or provides such hand tools as screwdrivers, pliers, hamrers, and
wr enches or spanners.

Moreover, as the Internet evidence introduced by the
Exam ni ng Attorney nmakes clear, sonme knife sheaths can in fact
al so be used to hold narrow tools other than a utility knife,
such as a pair of pliers or even a screwdriver, wench or hamer.
For instance, the "Tool/Uility Knife Sheath #449" nentioned by
t he Exam ning Attorney and avail able from "The Tool Peddler" at
http://ww. t ool peddl er.com is touted for such features as:
"Hol ds knives and narrow tools.”™ Applicant, in this regard, even
admts that its knife sheaths, while not hand tools, are
neverthel ess "holders for tools.” Furthernore, the Internet
excerpts make plain that knife sheaths, |ike the knives which
they are designed to fit, are often sold through the sane
channel s of trade as such hand tools as screwdrivers, wenches
(or spanners), pliers and/or hamers, nanely, hardware stores
(e.g., "Aubuchon Hardware" and "Ace Hardware") and other tool
retailers (e.g., "Northern Tool & Equipnment Catal og Co."),
i ncludi ng departnent stores (e.g., "Sears"). Accordingly, while
applicant's knife sheaths are not thenselves hand tools |ike
kni ves are, because such sheaths are nonethel ess a commonly
avai |l abl e accessory for knives, they are closely related in a
commercial sense to other everyday hand tools like registrant's
screwdrivers, spanners, pliers and hamers and woul d be purchased
by the sane classes of consuners through identical channels of

trade. |If, therefore, applicant's and registrant's goods were to
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be sold under the sanme or simlar marks, confusion as to the
origin or affiliation thereof would be |ikely to occur.

Turning to consideration of the marks at issue,
applicant argues that when considered in their entireties, each
of its marks is so dissimlar fromregistrant's mark in
appear ance, sound, connotation and comercial inpression as to
preclude any likelihood of confusion. Applicant contends, in
particular, that unlike registrant's "MERLIN TOOL" nmark, none of
its marks contains the word "TOOL." Moreover, while not offering
any specific discussion inits main briefs as to the additional
differences in either its "MERLINI" mark or its "MERLIN 1" mark
when conpared to registrant's mark, applicant notes inits reply
briefs that such marks, unlike registrant's mark, feature Roman
nunmerals. As to its other marks, applicant asserts in its main
briefs that, in light of the phrase "SPORT & WORK" in its "MERLIN
SPORT & WORK" mark and the word "PROFESSI ONAL" in its "MERLIN
PROFESSI ONAL" mark, "[i]t seens evident that the neaning and
connotation of the word conponents of the two marks are
different” in each instance fromregistrant's mark.

We concur with the Exam ning Attorney, however, that
despite the differences pointed out by applicant, the marks at
issue are sufficiently simlar, especially in terns of overal
commercial inpression, as to be likely to cause confusion. 1In
particular, as he properly notes in his briefs, a side-by-side
conparison of the respective marks is not the proper test to be
used in determning the issue of |ikelihood of confusion inasmuch

as it is not the ordinary way that custoners will be exposed to

10
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the marks. |Instead, it is the simlarity of the general overal
commerci al inpression engendered by the marks which nust
determne, due to the fallibility of menory and the concom tant

| ack of perfect recall, whether confusion as to source or
sponsorship is likely. The proper enphasis is accordingly on the
recol |l ection of the average purchaser, who normally retains a
general rather than a specific inpression of marks. See, e.q.,
G andpa Pidgeon's of Mssouri, Inc. v. Borgsmller, 477 F.2d 586,
177 USPQ 573, 574 (CCPA 1973); Envirotech Corp. v. Sol aron Corp.
211 USPQ 724, 733 (TTAB 1981); and Sealed Air Corp. v. Scott
Paper Co., 190 USPQ 106, 108 (TTAB 1975).

Mor eover, the Exami ning Attorney is also correct that
while the marks at issue nust be considered in their entireties,
i ncluding any generic or descriptive matter therein, our
principal reviewing court has indicated that, in articulating
reasons for reaching a conclusion on the issue of |ikelihood of
confusion, "there is nothing inproper in stating that, for
rational reasons, nore or |ess weight has been given to a
particular feature of a mark, provided [that] the ultimte
conclusion rests on consideration of the marks in their
entireties.” In re National Data Corp., 753 F.2d 1056, 224 USPQ
749, 751 (Fed. Cir. 1985). For instance, according to the court,
"that a particular feature is descriptive or generic with respect
to the involved goods ... is one comonly accepted rationale for
giving less weight to a portion of a mark ...." 1d.

Wth the above principles in mnd, we agree with the

Exam ning Attorney that, when considered in their entireties, the

11
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dom nant and di stingui shing portion of the marks at issue is the
term"MERLIN." Cearly, as the Exam ning Attorney observes, the
word "TOOL" in registrant's "MERLIN TOOL" mark is generic for its
hand tools, as confirnmed by the disclainmer of such word, and thus
has essentially no source-indicative significance. Simlarly, as
t he Exam ning Attorney al so notes, the phrase "SPORT & WORK" in
applicant's "MERLIN SPORT & WORK" mark as well as the word
"PROFESSI ONAL" in its "MERLIN PROFESSI ONAL" mark are descriptive
with respect to applicant's knife sheaths, as evidenced by the

di sclaimers thereof, and consequently have little source-

di stinguishing significance. 1In a simlar vein, consuners are
likely to regard the Roman nunerals in applicant's "MERLIN |
mark and its "MERLIN 11" mark nerely as nodel or grade
designations for its knife sheaths, nuch |ike they would view the
descriptive ternms "SPORT & WORK" and "PROFESSI ONAL" in its other
"MERLI N'- based marks as designating the uses and/or applications
for its goods, and thus would not attribute nmuch in the way of
sour ce-di stingui shing significance to the presence of either the
Roman nuneral "1" or "I1."

Accordi ngly, notw thstanding the differences between
applicant's marks and registrant's mark in overall appearance,
sound and connotation, the Exam ning Attorney convincingly notes
in each of his briefs that: "The term MERLIN, the dom nant term
in each of the marks, is what is inpressed upon the consuner as
the source identifier,” with the differences therein, in each
i nstance, serving to "add little if anything to the overal

commercial inpression of a mark." Because, in each case, the

12
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"dom nant portion of the applicant's mark ... is identical to the
dom nant portion of the registrant's mark[,] ... confusion [is]
[ikely."

We therefore conclude that consumers and prospective
custoners who are famliar or acquainted with registrant's
"MERLIN TOOL" mark for "hand tools, nanely screwdrivers,
spanners, pliers, and hammers,” would be likely to believe, upon
encountering applicant's simlar "MERLIN I," "MERLIN SPORT &
WORK, " "MERLIN I'l" and "MERLI N PROFESSI ONAL" marks for, in each
i nstance, "knife sheaths,” that such closely rel ated goods
emanate from or are sponsored by or associated with, the sane
sour ce.

Deci sion: The refusals under Section 2(d) are affirmed

as to each application.
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